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DETAILED ACTION 

1 . This Office action is in response to Applicant's amendment filed November 18, 
2003. Applicant has amended claims 1, 5, 31 and 38. Claims 7 and 8 have been 
cancelled. Claims 42 and 43 remain withdrawn from consideration. Currently, claims 1- 
6 and 9-43 remain pending in the application. 

2. The text of those sections of Title 35 U.S. Code not included in this action can be 
found in the prior Office actions, Paper Nos. 8 and 10. 

3. The objection of claim 5 is withdrawn in view of applicant's amendments and 
remarks. 

4. The objection of the amendment filed May 27, 2003 under 35 U.S.C. 132 for 
containing new matter in the disclosure, is maintained for the reasons of record. 

5. The rejection of claims 1-6 and 9-41 under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement, is maintained for the reasons 
of record. 

6. The rejection of claim 36 under 35 U.S.C. 112, second paragraph, is withdrawn 
in view of applicant's amendments and remarks. 
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7. The rejection of claims 1-6 and 9-37 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-17 of U.S. 
Patent No. 6,506,945 is maintained for the reason of record. 

Response to Arguments 

8. Applicant's arguments filed November 1 8, 2003 have been fully considered but 
they are not persuasive. 

The examiner notes that applicant does indeed have support for the claim 
limitations recited in Groups (i)-(iii) of claim 1 . Applicant argues that pages 9 and 10 of 
the specification provides support for the limitations recited in Groups (iv)-(v) in instant 
claim 1 , and that page 5 of the specification provides support for the limitations recited 
in instant claims 6 and 1 0. However, the examiner disagrees. Specifically, the 
examiner notes that the specification on pages 9 and 10 does not provide support for 
the limitations "wherein when the cyclic hydrocarbon is an unsubstituted 6 carbon 
radical or a substituted 7 or 8 carbon radical, R is ....a radical having from about 1 to 

about 5 carbon atoms" or "R is a radical having from about 23 carbon atoms" recited 

in Groups (iv) and (v) in instant claim 1 , and also notes that page 5 of the specification 
does not provide support for "radicals containing 5 or 6 carbon atoms" recited in instant 
claims 6 and 10. Furthermore, the examiner cannot find support for these ranges 
anywhere else in the instant specification. Although applicant's broad disclosure 
includes radicals containing between 1-30 carbon atoms, the examiner asserts that the 
picking of specific points between this range, such as 5, 6, 7, 8 or 23, represents new 
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matter, since these specific points have not been specifically recited anywhere in the 
instant specification. See MPEP 2163.05. 

The examiner notes that applicant will submit a Terminal Disclaimer to overcome 
the double patenting rejection of instant claims 1-37 over claims 1-17 of U.S. Patent No. 
6,506,945. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Mruk whose telephone number is (571) 272-1321. 
The examiner can normally be reached on Monday-Thursday from 7:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta, can be reached on (571) 272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

W\ 
Brian Mruk 
January 20, 2004 

Brian P. Mruk 
Patent Examiner 
Tech Center 1700 



